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REQUEST FOR REFUND 

On or about June 9, 2003, Applicants timely filed a one month Response to Office Action 
(copies of PTO Office Action dated May 9, 2003 and the Response to Office Action are 
enclosed). 

On August 31, 2003, a fee in the amount of $41O00£or a two montfc extension of time 
was charged to Fish & Richardson's Deposit Account No. 06-1050. 

Accordingly, the charge to Deposit Account No. 06-1050 was improper, as the response 
was timely filed and no fees were due. Applicants respectfully request that the overcharge 

amount be refunded to Fish & Richardson's Deposit Account No. 06-1050 as a credit. 
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CERTIFICATE OF MAILING BY FIRST CLASS MAIL 

I hereby certify under 37 CFR 51.8(a) that this correspondence is being 
deposited with the United States Postal Service as first class mail with 
sufficient postage on the date indicated below and is addressed to the 
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 




Timothy A. French 
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Please find below and/or attached an Office communication concerning this application or proceeding. 



RECEIVED 

MAY 1 3 2003 
TIMOTHY A. FRENCH 




Notice of Non^omplto^ 

Tte anwdiner* filed g 'A?' ■ Ijr ii l»i il niiw nilrrtp nt Fi~n ~^rf — plitifflrr 1 pAttshed in the 
OffioalGaacttc on February 25, 2003(^meiu^ 1267 Off. Oaaatc 106X *KSi»tft3Uy 

comply With stomal requirements of the vohmtary jatctfc^^ talfc entered, H fiJM cWter (l)xomply 

vnthtlr guideline of the voluntary rtv^ 
jCaBWCfflCias) (2) comply with current 37 CFR 1 Jil veq^nteirjeitt. 

THE FOLLOWING ITEM(S) IN AWUC^NFS AMENDMENT CAUSES THE AMENDKffiNT TO BE«0K<X»II1IANT 
WITH THE VOLUNTARY REVISED AMENDMENT PRACTICE. 

□ 1. A complete listing of all of the claims is not present in the amendment paper. 
O. 2. the listing of claims does not irtafctbelctf ofaHdWm 

Q 3. Tte claims of this aramiment paper have not been presetted in ascending ramerical onto. 

P 4. Each claim has not been provided with a status identifier, and, as sucTi, the individual status of each-claim cannot be 

deiermined. ■ m # - 

jtnJtrltild- — ■ • -.. ' — , — 



UE; Check one of the following boxes: 

Q PRELIMINARY AMENDMENT: Applicant is^ven OtSl MONTH from the mail date off tlfciklter to MtbniX the 

amendment incompliance with either the <oMerines of the levted MWWia^ I Ml fffcttarc to 

conjly with either the current 37 OTU 121 practice or ^ tte ^Dhnattty piflcttoe will rcsph in aai> <Jtry of the 
amendment and examination on the merits wffl c6»»iwk» wifliptt of the otteHBy prKtmAymBatmry 
amendment This notice is i^anacrtiontinder 33 US.C 132, ^tMsONEMOfrnHt^ 



AMENDMENT AFTER NON-UN AL ACTION: Since ttetfKn^i^ojrf reply appears to be ti>onaft<k response, 
applicant is given a TIME PERIOD of ONE h*)*^ 

amendment which complies withcither the voluntary pracftoc ^ id e tir rs or cuncnt 37 CFR 1.121 in order to avoid 
abandonment EXTENSIONS OF TUB TIME FEMDD ARE AVAILABLE UNDER 37 GFR 1.136(a). 




1 ForfiHtoexr^anafo^ 
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Mail Stop Non-Fee Amendment 
Commissioner for Patents 
P.O.Box 1450 
Alexandria, VA 22313-1450 

REPLY 

In response to the Notice of Non-Complaint Amendment dated May 9, 2003, Applicants 
submit herewith a revised version of the Amendment filed April 29, 2003. In reply to the action 
mailed January 29, 2003, please amend the application as indicated on the following pages. 
Applicant asks that all claims be allowed in view of me amendment to the claims sad mnaria 
contained on the following sheets, a total of 1 3 pages. 

Please apply any other charges or credits to Deposit Account No. 06- 1 050. 
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fti ftte specification : 
Pkase an^ the parag^^ 

Please insert the Mowii^Titk into the specification. No new tiwtte has been added. 
ACTIVE INSTRUMENT TOR fiEl*^^ 

SYSTEMS TOR ASSISTING StJWa 



Please insert the following Field of the Invention into the specification. No new matter 
has been added. 

ITCHNICAL FIELD 
This invention relates to active instruments, and pioie particularly to solar-powered active 
instruments. 

Please insert the following Background into the specification. No Hew matter has baen 

added. . 

BACKGROWD 

During surgical and examination procedures, the location of veaious instrumcnla, inch as 
probes and pointing devices, are iup«imp(»9d onto a o>mputer mcmitor thirt displays the 
relevant portion of the patient's body. A cable is lWd to coimoct the probe / pointing device to a 
navigation system that locates thetievice withm ^ the patent's body. UnfoHttnately , the use of a 
cable is inconvenient at best ami 

Please insert the following Summary of Invention into the specification. No new matter 
has been added. 

SUMMARY 

According to an aspect of this invention, an nnttrtherod 
a position in a navigation system that assists in surgical 
including one or nuxnrsolar cells 

One or more of the !bllowing>Btures may abo be 
interfaced with and buflers the powensttpply. 
active instrument further includestriJe or 



Tbe^otar cells 



r^morejight sources, 



active instrument for determining 
operations includes a power supply 



included. A buife storage unit is 
charge <bebuBer storage unk. The 
whieh «e powered by die power 



^K- • • .-*.JE...r» 
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supply and allow for the detennina^6a?oJ^^^tton oflkej^p^miait. A wueless 
communicatioii device <e-g.„ aniafriMiii ^^ ^^0 ^^^^^^ V 0 *** 
supply and allows for «raraninic#^^ "V***' 
One or more light sources are pojj^iylhe power supply iffpw the detennteation of 

tbc position of the active instnnBent ^ 



Please insert the following Deflation of Drawing No new 

matter his been added. 

DESCIUFTION OFDRAWWGS 

FIG 1 is a plan view of an active instrument for detennining a position in a navigation 

system. 

Like reference symbols in the various drawings indicate like elements. 

Please insert the following section title just prior to the existing specification. No new 
matter has been added. 
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1. 
2. 
3. 
4. 
5. 




In the claims: 

Please amend the claims as follows: 
(canoelled) 
(cancelled) 
(canoelled) 
(cancelled) 

(new) An untethered, active iiisoWent Fortfetermining a position in a navigation system 
that assists in -surgical operations, comprising a power supply including one or more solar eells. 

6. (new) The untethered, active instranent of claim 5 further comprising a buflfer storage 
unit, which is interfaced with and buffers the power supply, wherein the one or more solar eells 
charge the buffer storage unit. 

7. (new) The untethered, active instrument of elaim 6 further comprising one or more light 
sources, which are powered by the power supply and allow'for the determination of the position 
of me active instrument 

8. (new) The untethered, activeinstram^ a Virata* 
communication device that is powered by the ppwereupply and allows for cofmrmifaatfon 
between the active instrument and the navigatiDn system. 



9. (new) The untethered, active iris tt umtt to^ one or mote light 

sources, which are powered by tbie power supply and allow for the determination of the position 
of the active instrument. 



10. (new) The untethered, active instrument oTclaim 5 further comprising one or more light 
sources, which are powered by the power-supply and allow for the determination of the position 
of the active instrument. 
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1 1 . (new) The untethered, active iwteumeiit of claim 10 further comprising* wireless 
communication device that is powered by the^ower supply and aUows for^Mnm 
between the active instrument and the navigatidriisystem. 

12. (new) The untethered, active instrument ofclaim 5 further comprising a witless 
communication device that is poweredby the power supply and allows for coflimunication 
between the active instrument and the navigation system. 

13. (new) The untethered, active instrument of claim 12 herein the wireless communication 
device is an infrared interface for data transfer. 

1 4. (new) An untethered, active instrument ftr^ddennining a position iri a navigation system 
that assists in suigical operations/comprising: 

a power supply including one or more solar cells; 

one or more light sources, which are powered by the power supply and allow for 
the determination of the position of the active instrument; and 

an infrared interface that is powered by die power supply and allows for data 
communication between the active instrument and the navigation system. 

15 (new) The untethered, active instalment of claim 14 further comprising a buffer storage 
unit, which is interfaced with and buffers the power supply, wherein the one or more solar cells 
charge the buffer storage unit 

16. (new) An untethered, active instrument for <kteroining a position in a navigation system 
that assists in surgical operations, comprising: 

a power supply including one or mew solar cells; 
a buffer storage^ buffers the power supply, 

wherein the one or more solar-oells charge tbebtifTer^torage unit; 

one or m re light sotoees, which arepowered by the power sttpply and allow for 
the determination of the positioner the active instalment; and 
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In the abstract: 

Please replace the abstract with oH 

The inv e ptiop relato e to cm ft otiw ioflM a ^ a potatkm in 

navigation oyatemo whie }Hart^^ |i* ii 1 iwl w vmitkm The invention i s e har o otorio e d by 
a wir e l e oo tramraiooiou of e fm j^^^^m^ ^ot tho power wpply to th e inrtniro e nt oar 
bo ouppli e d uoing wiiel e oo tHmBmfti u u ukaitotflf whereby at tenet oae 
buffer otorapo unit ar e provided in tho im temmtr An untethged. active instrument that 
determines a position in a nnyifflripr) sysfe^ and -paints, in nnycal operation inchiA* 
supply having one or more solar cells. 
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Jn the drawings: 

Please substitute the attached FKjVi for th^eunent figure present Wte subject 
application. 
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Attotifcy's Obcket Ho.; 07S0M33001 

-vy.v .v;*t ... - •■ .,- 



An frradmcnt dated May 



Tins Amendment is m i 
9,2003. Consideration thereof is j 

The applicant approbates ite*^^ application 
and requests reexaminiatioh add nbap^^ of fhf wtofa plication in view of the 
preceding amendments and the following rcmaifcs. 

The examiner raises concerns with the drawing previously submitted in the subject 
application. In response to these conoenis, applicant submits herewith a replacement FIG. 1 , 
Applicant has amend FIG. 1 to include a reference to element 20 /See Applicant's specification, 
page 3, lines 36-37). No new matter has been added. 

The examiner objects to the specification of the subject application. In sespome to these 
objections, applicant submits herewith a 'Title", "Technical Field" portion, "Background" 
portion, "Summary" portion, and "Description of Drawings" portion. No new matter has been 
added. 

The examiner rejects claim 4 umler 37 CFR 1.74(c) as beiiig in improper form because a 
multiple dependant claim cannot depeadupon another multiple dependant claim. In response to 
this rejection, applicant has cancelled claims 1-4 and provided amended clftfms^5-16 thartatfefy 
37 CFR 1.74(c). 

The examiner rejects claims 1-4 under35<USC<§l 12 as being indefinite for faking to 
particularly point out and distinctly claim the subject matter that the applicant regards as the 
invention. In response to this reject^ 
amended claims 5-16 that satisfy 35 USC § 1 12 

The examiner rejects claims 1-4 under 35 USC;§ 103(b) based on the combination of the 
teachings of Foley et al (U.S. Patent Ho: 6,02 1 ,343) and Hobom et al (U.S. Patent No. 
4,321,925). 

The applicant claims <in, for example, newclaim 5) "{an] nntethered> active instrument 
for determining a position in a navigalfdn^y^ in surgk^t)pmtk)ns H comprising a 

powersupply including one or m o»e - aptar eeBs*. Emphasis Added. 
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Applicant respectfully of these twD«efenjnee$ do not teach 

the applicant's claimed unte/Ae>^mvention.?K^ that the 

combination of the teachings of Foley, and Hoborn are not a proper basis for a 35 USC §103(b) 
rejection, as the combination^b^iji^fe^gft and every element of the applfcant-s dahned 
invention. •- ^^mm^-z - . - 

The use of active instewneij^^ 
popular. As certain instruments {c«g., endioscopes, bronchoscopes, and*iopsy needles) are used 
in an invasive manner, these devices must be properly sterilized in order to minimi ze the risk of 
infections. Accordingly, strictclear^ 
minimize the chance of patient infection. 

Complicating this cleaning and sterilizationprooedure is the fact that active devices are 
tethered to an external device. For •example, an endoscope may include a plurality of optical 
positioning sensors or LED's at its base (i.e., the non-invasion portion of the scope) winch are 
used in conjunction with a navigation system to determine the position of the endoscope within a 
patient's abdominal cavity; In order to power these sensors or LED's, the endoscope is tethered 
via a cable to the navigation system. This tether may also provide power to other devfees on the 
endoscope, such as a surgical workBpaee iHw^ tether presents multiple problems for 

the surgeon or technician using 4he device, as (l)4be tether impedes freedom of movement, and 
(2) the tether complicates the sterilization procedure. This is especially true when you consider 
that a lot of these-devices aie sterili^ in autoclaves. 

The applicant's invention address these problems through the use of one or mope solar 
cells (as opposed to a tether) that power the active device. This, in .turn, reduces the 
complications associated with sjfcrijtiz^ theniohiUtytestriction 
imposed by the use of a tetheled device. 

As stated above, the examiner rejects the applicant's claimed invention based on the 
teachings of Foley in view ofHobOrn. Applicant lespectrully asserts that Hobom is non- 
analogous art in that the Hobom reference disclose me use of a solar oell to power a -surgical 
glove perforation detector. 'What most beveahzed is that the device -being powered in Hobom is 
located in the shoe of the surgeon or taohnician performing the svkgery. Accordingly, a person 
of ordinary skill in the art would not look toward the teaching of Hoborn -to solve a problem 
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concerning a device that must be steritiaed^Hp|$pd^ device 
is located in a shoe, which includes exposed tennhib &at contact the Boor of the operating 
theater and the insole of the she* itse^„ Asccrdiogly, th« Hobom device IS NOT intend or 
required to be sterilized, as (1) ^de^^^actm^ to contact the-patient, and (2) any 
attempt to sterilize the device in ^ Iio^^M-m<^ltoly result in thedevice being destroyed. 
Additionally, any attempt to minimize the ■exposure of the Hobom device to non-sterile 
environments (i.e., the floor) would require that the Hobom device be insulated and isolated 
from the floor. As clearly realizable and underetewJable n^m the Hb^ 
prevent the Hobom device from working properly. Additionally, as the Hobom device is clearly 
not intended to be sterilized, the Hobom reference actually teaches away from the applicant's 
casily-sterilizablc claimed invention, which claims a "[an] untethered. active instrument." . 

Additionally, the Foley reference clearly teaches the use of a tethered system. (See 
Foley, Fig. 1, item 161). Further, the Hobom reference! also inherently teaches a system that is 
tethered. Specifically, the Hobom reference concerns a glove perforation detection system in 
which the conductivity between a pair of terminals (See Hobom, fig. 5, items A&B) \s 
monitored. These terminals create anelectrical para tawhkh, m we^e 
perforation, a current flows between the pair of terminals via a conductive pallwmprising the 
body of the surgeon / teclmician, the patient, the operating table* andthe flew of the operating 
theater. Therefore, in the event of a perforation, a current will flow from the hand of the surgeon 
/ technician, through the glove perforation, and into the body of the patient, ttaa«^leting the 
conductive path and being indicative of a glove feflure. Therefore, the only way mat the Hobom 
system works is if the surgeon / technician is touching the patient. Accordingly, if the surgeon / 
technician is not touching the patient, the conductive path will never be compteted.'even in the 
event of a glove failure. 

Accordingly, Tor the Hobom system to^mjetran properly, the surgeon / tecJmician is 
"tethered" to the patient, wherein the "tether'' is the arm of the -surgeon / technician and, 
therefore, failure by the surgeon to maintain contact with the -patient renders thetioboro device 
inoperable for its intendad^urpose, namely indicating the perforation trf a stcgical^love. 

Accordingly, the applicant rtspectfully asserts that thecombination of the Foley and 
Hobom wferenees do not teach each and every element of the applicant's claimed invention, 
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namely an 'Iffitejhercd, active 
independent claims 5, 14, and 16 arepi 
andHobom. Additionally, applkaaci 
allowable, as they depend either 

Applicant respectfully assert 
respectfully asks that all claims be allowed 
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je^ectfiilJy asserts that 
combination cfthe teachings of Foley 
H|iifir|rt ff1ahni6-l3;*ipd tS are also 
uponroallQ*^ 
iarein condition for allowance and applicant 
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I hereby declare that rights under extract ^ to and remain with 

the small business concern idcaotifi^d j 




If the rights held by the above fwusiness concern are not exclusive, each 

individual, concern, or organization ha^ is listed below* and no rights 

to the invention are held by auy person, other than the inventor , who could not qualify as an 
independent inventor under 37 C*FJL § 1.9(c) if that person made the invention, or by any 
concern which would not qualify as a small business concern under 37 C.F.R. § 1 .9(d), or a 
nonprofit organization under 37 C.F.R, § 1 .9(e). 

♦NOTE: Separate verified statements are required from each named person, concern, or 
organization having rights to die invention averring to their status as small entities (37 C.F.R. § 
127). 

I acknowledge the duty to file, in this application or patent, notification of any change in 
status resulting in loss of entitlement to small entity status prior to paying, or at the time of 
paying, die earliest of the issue fee or any maintenance fee due after die date on which the status 
as a small entity is no longer appropriate (37 C.F.R. § 1 .28(b)). 

I hereby declare that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further that these 
statements were made with die knowledge that willful false statements and die like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code, and that such willful false statements may jeopardize the validity of the application, any 
patent issuing thereon, or any patent to which this verified statement is directed. 
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Name: S - Ted DtNoVo 



Title: President 
Date: 10-5-00 
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